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DETAILED ACTION 

1 . Claims 1-21 are now pending. 

Specification 

2. The amendment filed April 20, 2006 is objected to under 35 U.S.C. 132(a) because it 
introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no amendment shall 
introduce new matter into the disclosure of the invention. The added material which is not 
supported by the original disclosure is as follows: the amendment to claims 2 & 13, as noted in 
the 1 12-1 51 paragraph rejection below. 

Applicant is required to cancel the new matter in the reply to this Office Action. 

Claim Objections 

3. Claims 2 & 13 are objected to because of the following informalities: 

Claim 2, step (c), as currently amended, recites "storing said strategy information, said 
strategy information corresponding to device information of said recording and reading device, 
and medium information of an optical recording medium to said strategy information storing 
part". The placement of commas in the amendment suggests that the claimed "strategy 
information" and "medium information" are two separate elements, both of which are stored in 
the claimed "strategy information storing part". However, as originally disclosed by the 
Applicant in Figure 4, step SI 1, the strategy information corresponds to both the "device 
information" and "medium information" (see also the third column of Figure 2, and claim 2 as 
originally filed). There is no disclosure or suggestion of these two elements as being separate. 
The Examiner suggests amending step (c) as —storing said strategy information, said strategy 
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information corresponding to device information of said recording and reading device and 
medium information of an optical recording medium, to said strategy information storing part--. 

Note that claim 13 has similar limitations as claim 2. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

5. Claims 2-5 & 13-16 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 

Claim 2, step (c) 5 as currently amended, recites "storing said strategy information, said 
strategy information corresponding to device information of said recording and reading device, 
and medium information of an optical recording medium to said strategy information storing 
part". On page 14, paragraph 2 of the Applicant's remarks, it is submitted that "strategy 
information" and "medium information" are separate elements , and the claims have been 
amended to clarify the distinction. However, as originally disclosed by the Applicant in Figure 4, 
step SI 1, the strategy information corresponds to both the "device information" and "medium 
information" (see also the third column of Figure 2, and claim 2 as originally filed). There is no 
disclosure or suggestion of these two elements as being separate, as stated by the Applicant. The 
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Examiner suggests amending step (c) as —storing said strategy information, said strategy 
information corresponding to device information of said recording and reading device and 
medium information of an optical recording medium, to said strategy information storing part—. 

Claim 13 has similar limitations as claim 2. 

Claims 3-5 & 14-16 are dependent upon rejected base claims. 

Claim Rejections - 35 USC §102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

7. Claims 1-7, 12-16 & 21 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Nakajo (US 5,502,702). 

In regard to claim 1, Nakajo discloses a method for optically recording information in a 
system (Figure 1) comprising a recording and reading device (14, 16, 18, 22 & 26) that includes 
a first controller (26) and a strategy part (16 & 18) for conducting a strategy when optically 
recording information and an information processing apparatus (20 & 26) that includes a second 
controller (26) and a strategy information storing part (20) storing the strategy information for 
operating said strategy part (16 & 18), said method comprising the steps of: (a) reading said 
strategy information for operating said strategy part of said recording and reading device from 
said strategy information storing part of said information processing apparatus with said second 
controller (column 5, lines 37-45); and (b) transmitting said strategy information read in said step 
(a) to said recording and reading device (column 5, lines 37-45). 
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In regard to claim 2, Nakajo discloses the steps of: (c) storing said strategy information, 
said strategy information corresponding to device information of said recording and reading 
device, and medium information of an optical recording medium to said strategy information 
storing part (column 5, lines 30-34; see also column 1, lines 17-28, which teach that recording 
power differs depending upon the type of dyestuff on a disc, and write strategy needs to be 
adjusted accordingly); (d) transmitting the device information and the medium information from 
said recording and reading device to said information processing apparatus (column 5, lines 37- 
45); (e) reading said strategy information corresponding to said device information and medium 
information from said strategy information storing part in said information processing apparatus 
(column 5, lines 37-45); and (f) transmitting said strategy information with said medium 
information to said recording and reading device (column 5, lines 37-45). 

In regard to claim 3, Nakajo discloses the steps of: (g) storing standard strategy 
information to said strategy information storing part (column 7, lines 26-35: "basic control 
information"); (h) reading said standard strategy information and transferring said standard 
strategy information to said recording and reading apparatus when the strategy information 
corresponding to the device information and the medium information transmitted from said 
recording and reading device is not stored in said strategy information storing part (column 7, 
lines 32-35). 

In regard to claim 4, Nakajo discloses that said medium information is read and obtained 
from the optical recording medium (column 5, lines 35-45). 

In regard to claim 5, Nakajo discloses that said step (h) cancels transmitting said device 
information and said medium information to said information processing apparatus when said 
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medium information additionally provided to said strategy information stored in said strategy 
part corresponds to said medium information of said optical recording medium, and activates 
said strategy part to record to the optical recording medium (understood from column 7, lines 26- 
35). 

In regard to claim 6, Nakajo discloses that a plurality of data sets of the strategy 
information is stored in said strategy part (column 5, lines 43-45). 

In regard to claim 7, Nakajo discloses that said step (b) is conducted just before starting 
recording information to said optical recording medium (column 5, lines 40-42). 

In regard to claim 12, Nakajo discloses a computer-readable recording medium (Figure 1, 
element 10) recorded with program code for causing a computer (B & C) to optically record 
information in a system comprising a recording and reading device (14, 16, 18, 22 & 26) that 
includes a first controller (26) and a strategy part (16 & 18) for conducting a strategy when 
optically recording information and an information processing apparatus (20 & 26) that includes 
a second controller (26) and a strategy information storing part (20) storing the strategy 
information for operating said strategy part (16 & 18), said program comprising the codes for: (a) 
reading said strategy information for operating said strategy part of said recording and reading 
device from said strategy information storing part of said information processing apparatus with 
said second controller (column 5, lines 37-45); and (b) transmitting said strategy information 
read by said code (a) to said recording and reading device (column 5, lines 37-45). 

Claims 13-16 have limitations similar to those of claims 2-5; thus, they are rejected on 
the same basis. 
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In regard to claim 21, Nakajo discloses a method for optically recording information in a 
system (Figure 1) comprising (1) a recording and reading device (14, 16, 18, 22 & 26) that 
includes a first controller (26) and a strategy part (16 & 18) for storing and conducting a strategy 
when optically recording information and (2) an information processing apparatus (20 & 26) that 
includes a second controller (26) and a strategy information storing part (20) storing the strategy 
information for operating said strategy part (16 & 18), said method comprising the steps of: (a) 
reading said strategy information for operating said strategy part of said recording and reading 
device from said strategy information storing part of said information processing apparatus with 
said second controller (column 5, lines 37-45); and (b) transmitting said strategy information 
read in said step (a) to said recording and reading device and storing said strategy information in 
said strategy part (column 5, lines 37-45). 

Allowable Subject Matter 

8. Claims 8-1 1 & 17-20 are allowed over the prior art of record. 

Response to Arguments 

9. Applicant's arguments, see page 13, paragraph 5 thru page 14, paragraph 1, filed April 
20, 2006, with respect to the rejection of claims 1-7, 12-16, and 21 under 35 U.S.C. § 112, 
second paragraph as being incomplete for omitting essential structural cooperative relationships 
of elements, have been fully considered and are persuasive. Therefore, this rejection has been 
withdrawn. 

10. Applicant's arguments filed April 20, 2006 have been fully considered but they are not 
persuasive. 



Application/Control Number: 09/916,292 Page 8 

Art Unit: 2627 

a. In response to Applicant's argument on page 14, paragraph 2, the rejection of 
claims 2-5 & 13-16 under 35 U.S.C. § 1 12, second paragraph as being indefinite have 
been withdrawn in light of the amendment to claims 2 & 13 and the Applicant's 
clarification that "strategy information" and "medium information" are separate elements. 
It should be noted, however, that these claims are now rejected under 35 U.S.C. § 1 12, 
first paragraph as failing to comply with the written description requirement. As 
originally disclosed by the Applicant in Figure 4, step SI 1, the strategy information 
corresponds to both the "device information" and "medium information" (see also the 
third column of Figure 2, and claim 2 as originally filed). There is no disclosure or 
suggestion of these two elements as being separate, as stated by the Applicant. 

b. In response to Applicant's arguments on page 14, last paragraph that "Nakajo 
discloses only a single recording control circuit 26" and "there is no second controller", it 
should be noted that element 26 is read to correspond to both the claimed "first 
controller" and "second controller". There is no requirement that these two be separately 
provided. Furthermore, a mere "duplication" of a controller has no patentable 
significance unless a new and unexpected result is produced. See In re Harza, 274 F.2d 
669, 124 USPQ 378 (CCPA 1960). 

Conclusion 

1 1 . Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

12. Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to P. Agustin whose telephone number is 571-272-7567. The 

examiner can normally be reached on Monday-Friday 9:30-5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, A. L. Wellington can be reached on 571-272-4483. The fax phone number for the 

organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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